TH'S OPI NLON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte PAUL K. HANNA and ANDREZEJ M Pl OTROAEKI

Appeal No. 94-0898
Application No. 07/785, 644*

ON BRI EF

Bef ore CAROFF, KIM.IN and JOHN D. SMTH,, Adm nistrati ve Patent
Judges.

CAROFF, Adm nistrative Patent Judge.

DECI SI ON ON  APPEAL

This is a decision on appeal fromthe final rejection of
claims 1-4 and 7-8. Cains 5-6, the only other clains in the
Hanna et al application, were nerely objected to by the exam ner

and, therefore, are not before us for consi deration.

! Application for patent filed October 31, 1991, which is
according to appellants, a continuation-In-Part of application
07/ 602,533, filed Cctober 24, 1990, now abandoned.
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The clains on appeal are directed to a process for renoving
Goup VII'l metal catal yst residues froma pol yket one copol yner as
described in representative claim1l, the sole independent claim

1. A process for the renoval of Goup VIII netal

catal yst residues froma carbon nonoxi de-ol efin

pol yket one copol ymer which conprises contacting the

pol yketone with an effective anmount of a beta di ketone

conpound to effect the renoval of catal yst residues

t herefrom

The references relied upon by the exam ner are:

Brons et al (Brons) 4,798, 884 Jan. 17, 1989

van Broekhoven et al 4, 855, 400 Aug. 8, 1989
(Van Broekhoven)

Blytas et al (Blytas) 4, 960, 865 Cct. 2, 1990
All of the appealed clains stand rejected for obviousness

under 35 USC ' 103 in view of either Brons or van Broekhoven or

Blytas. W shall sustain this rejection since we are of the

opi nion that the exam ner has established a prinma facie case of

obvi ousness whi ch has not been convincingly rebutted.

In an attenpt at rebuttal, appellants refer to Table 1 of
Bl ytas whi ch, according to appellants, shows that acetyl acetone
(acac) is ineffective for recovering palladiumfroma pol yketone
copolynmer. Therefore, in appellant=s view, Blytas teaches away
fromusi ng acac, one of the beta di ketone conpounds specifically

di scl osed in appellant:s own specification as a useful reagent.
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In order to sinplify the issues in this appeal, appellants ask us
to focus our attention on the so-called Aegative teachingd of
Blytas. In doing so, we find that appellant:s argunents are
unper suasi ve since we are not convinced that Blytas contains an
unequi vocal negative teaching of effectiveness with regard to
acac for the foll ow ng reasons:

The results reported by Blytas in Table 1 and the disclosure
relating to those results, as interpreted by appellants, are
anbi guous and sonewhat inconsistent with the professed purpose of
Bl ytas: invention. On the one hand, Blytas states that Apall adi um
was not extracted in these experinentsf. On the other hand,

Blytas states that Ahe extractants tested were relatively

inefficient for palladiumrecoveryf, and not that they are

totally ineffective. Mreover, Blytas does indicate that both
acac and a hot water treatnent (Blytas: invention) each appears
to Anhibit or renove a deleterious agent present in the

pol ymer@. Further discussion by Blytas appear to suggest that
the so-called del eterious agent m ght be HPd(CN)3;, a palladi um
containing acid. This discussion appears to suggest that at

| east some palladiumis renoved by acac as well as by hot water
treatment, notwi thstanding the results reported in the Table. |In

addition, the Table (Exanple 2) appears to show that Blytas: own

3
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invention (hot water treatnment) works no better than acac.
Appel l ant=s interpretation of the Table fails to explain these
seem ngly incongruous results. What all of this mght nmean is
that palladiumis renoved fromthe pol yketone copol yner in the
Blytas tests but is not recovered in a pure state. After all the
Table is entitled APal |l adi um Renoval From Pol yketone@. If so
interpreted, the results disclosed by Blytas do not constitute a
negative teaching at all with regard to the Aenoval ( of

pal | adi um cat al yst resi due froma pol yket one copol yner, as called
for by the instant clains. Accordingly, Blytas: results appear

to be subject to nore than one interpretation, and we find no
reason why we shoul d accept appellant=s interpretation over the
alternative explanation outlined above. In any case, the

i nherent contradictions in Blytas relating to Table 1 conpel us
to give the tabulated data little weight.

We are al so unpersuaded by the exanples presented in
appel l ant:=s specification. Appellants would like us to view
Exanpl e No. 6 as a conparative exanple denonstrating that the
effectiveness of acac is lost if concentration and tenperature
are each bel ow sone critical threshold | evel. However, the
specification indicates that all the exanples, apparently even

i ncluding Exanple No. 6, Allustrate the inventioni (page 2,
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lines 32-33). If Exanple No. 6 illustrates appell ant:s
invention, the instant clains nmust enbrace Aelatively
inefficient@ recovery of palladium consistent with appellant:s
interpretation of the results reported by Bl ytas.

One nore comment is in order. Even if we could agree with
appellants that Blytas clearly teaches away fromthe use of acac
to renove palladiumfrom a pol yketone, and we do not so agree, it
shoul d be noted that the instant clains are broadly directed to
renmoval of AGoup VIII netal catalyst residues@, and not just to
removal of palladium As indicated by Blytas (col. 1, |ines 40-
42), metal catalysts falling wwthin this category may include
cobalt or nickel as well as palladium Appellants have given no
reason why any negative teaching regardi ng acac woul d have been
expected to be applicable with respect to Goup VIII catalyst
residues in general, and not just to pall adi um

For the foregoing reasons, the decision of the examner is

af firned.
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No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

1.136(a). See 37 CFR' 1.136(b).
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